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REMARKS 

Previously, Claims 1-13 wcro pending in this application. Claim 11 is canceled without 
prejudice or disclaimer. Claim 13 is amended. Support for the amendment to claim 1 3 is found in 
the specification at least on p. 4, line 32 to p. 5, line 14. New claims 14-21 arc added. Support for 
Ihese claims is found at least in claims 1-6 hs filed and in the specification at p. 3, lines 30-32; p.4 
line 32 to p. 5, line 14; p.5, lines 22-29; p. 8, lines 3-4 and line 16; and p. 9, lines 6-8. Thus no 
new matter is introduced wilh this amendment. Upon entry of this amendment, claims 1-10, 12- 
21 are present for consideration. 

In response to Hie Office Action dated November 15, 2005, Applicant respectfully request 
reconsideration based on the following remarks. Applicants respectfully submit tliat the claims as 
presented are in condition for allowance. 

Clrtm Rejections Under 35 U.S.C. §103 

Claims 1-2, 5-8 and 1 1-12 were rejected under 35 U.S.C. 103(a) as being allegedly 
unpatentable over Cantor el al. (U.S. Patent No. 5,795,714) in view of Kostcr el al. (U. S. Patent 
6, 1 33,436). Applicants respectfully traverse this rejection for the following reasons. 

The lixaminer states that Cantor ct al. teach all features of claim 1 except that Cantor el al. 
do not specifically disclose die manufacturing of the template array by bringing strcptavidin bead- 
impregnated plastic coated metal pins (i.e., protruding portion) into a solution of bioiinylatcd 
DN A strands located in a recessed portion of another uneven substrate (e.g., well, concave cavity). 
The lixaminer slates that Kostcr et al. disclose a pin-tool in Figure 8 wherein nucleic acid can be 
directly captured onto Iho pin-tool, for example a linking functionality on the pin-tool (e.g., 
slreplavidin) can immobilize the nucleic acid upon contact (Col. 8, lines 6-8) and that 
immobilisation can result from application to the pin-tool of an electric field (CoJ 8, lines 8-10). 
I ho lixaminer further stales that Figure 1 4 of Koster el al. shows a pin (i.e., protruding portion) 
coming into contact wilh a solution ofuucleic acid contained in a recessed portion of another 
suhslmte (e.g., concave cavily) in order to immobilize the nucleic acid onto the pin. 

Applicants argue that the Bxamincr has failed to establish a prima facie case of 
obviousness. 

7ofl3 

PAGE 9/15 * RCVD AT 2/14/2O06 2:52:37 PM pastern Standard Time] 1 SVR: USPTO-EFXRF-6Q8 * DNIS:2738300 1 CSID:86028601 1 5 1 DURATION (mm-ss):04-1 6 



FEB-14-2006 TUE 04:09 PM CANTOR COLBURN LLP FAX NO. 8602860115 P. 10/15 



YPL-0071 

For mi obviousness rcjoclion to be proper, the Examiner must meet the burden of 
establishing thai all elements of the invention arc disclosed in the prior art; that the prior art relied 
upon, coupled with knowledge generally available in the art at the time of the invention, must 
contain some suggestion or incentive that would have motivated the skilled artisan to modify a 
reference or combined roforcnecs; and thai the proposed modification of the prior art must have 
had a reasonable expectation of success, determined from the vantage point of the skilled artisan 
at the time the invention was make. In rc Fine, 5 U.S.P.Q.2d 1596, 1 598 (Fed. Cir. 1988); In re 
WiLsnn, 165 U.S.P.Q, 494, 496 (C.C.P.A. 1970); Amgeti v. Chugai Pharmaceuticals Co., 927 
U.S.P.Q.2rf, 1016, 1023 (Fed. Cir. 1996). 

Applicants assert that in the present invention, in manufacturing the template nucleic acid 
array M a protruding portion of the first substrate into contact with a solution of the first nucleic 
acid probe filling a recessed portion of anolher uneven substrate" in order lo permit many different 
kinds of nucleic acid probes lo be individually and conveniently attached to the first substrate 
without being mixed together. Bringing the protruding portion of the first substrate into contact 
with n solution of the first nucleic acid probe filling a recessed portion ofanolhcr uneven substrate 
inhibits each first nucleic acid probe which will be immobilized on the first substrate from mixing 
with other, different first nucleic acid probes (Sec p. 5, lines 9-17 of the specification). Such an 
inhibition of mixing dificrent first nucleic acid probes among themselves is necessary lo properly 
mamifaeturu u template nucleic acid array in a time effective manner. 

Applicants argue that the pin-tool disclosed by Koster et al. is only a 4x4 array and that 
Rosier el al, teach that the pin-tool can function as a "transfer agent" (Col. 7, lines 64-65) for 
particular nucleic acids or that the pin-tool can function to facilitate the analysis of the captured 
nucleic acid with a mass spectrometer (sec col 8, lines 24-26 or col. 9, lines 1 5-28). Applicants 
can find no teaching or suggestion in Koslcr cl al. to use the 4x4 pin-tool as a substrate for a 
template nucleic acid array, or to use the pin-tool to inhibit mixing ofdiffcrcnt nucleic acids (o be 
captured among themselves. Thus, it would not have been obvious to one of ordinary skill in the 
art lo introduce the pin-tool apparatus disclosed in Koster et al. into the manufacturing of the 
template array disclosed by Cantor et al. for the purpose of inhibiting differing Jlrsi nucleic probes 
from mixing among themselves. 
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Additionally, even assuming tlial all elements of an invention arc disclosed in the prior art, 
an Examiner cannoi cslablisli obviousness by locating references that describe various aspects or a 
patent applicant's invention without also providing evidence of the motivating force which would 
have impelled one skilled in the art to do what the patent applicant has done. Ex parte Levengond, 
2SU.S.P.Q.2d 1300 (lid. Pat. App. Int. 1993). The references, when viewed by themselves and 
not in retrospect, must suggest the invention. In Re Skolf, 1 87 U.S.P.Q. 481 (C.C.P.A. 1975). In 
view oHhu uses disclosed by Kostcr el al. for their 4x4 pin tool (as a "transfer agent" for 
particular nucleic acids or to facilitate analysis of captured nucleic acids with amass 
spectrometer), Applicants assert that one of ordinary skill in the art at the time the current 
application was filed would not have found die required motivation in Koster el al. or Cantor ct al. 
to introduce the pin-tool apparatus of Kostor el al. as the substrate for manufacturing the template 
array disclosed by Cantor el al. 

Applicants further argue that ihc Examiner failed to establish a prima facie case of 
obviousness, because although the Examiner stated that one of ordinary skill in the art would have 
had a reasonable expectation of success practicing a method of replicating a nucleic acid array by 
the methods of Cantor el al. in combination with the disclosure ofKostcr ct al. regarding use of 
the pin-lool apparatus, the Examiner provides no evidentiary support for this statement and thus 
failed to meet the burden to establish a proper prima facie case of obviousness of claim 1 over 
Cantor el al. in view o F Koster ct al. The teaching or suggestion to make the claimed combination 
»"djh>! jcasonahjg^ m[St j, oln be f ound in the prior art and not based on 

applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). MPHP § 
2 1 43 - § 2 143.03. Applicants assert thai in view of the uses disclosed by Koslcr ct al. for their 4 x 
4 pin tool (as a "transfer agent" for particular nucleic acids or lo facilitate analysis of captured 
nucleic acids with a mass spectrometer), one of ordinary skill in the art al Ihe time the current 
application was filed would not have round the required reasonable expectation of success in 
Koster ci al. or Cantor ct al. to introduce the pin-lool apparatus ofKostcr ct al. as the substrate for 
manufacturing the template array disclosed by Cantor ct al. 

Thus, for all the foregoing reasons, Applicants believe the rejection of Claims 1-2, 5-K and 
1 1-12 under 35 U..S.C. 103(a) as being allegedly unpatentable over Canlor el al. in view ofKostcr 
cl al. is improper. Applicants therefore respectfully request reconsideration and withdrawal of this 
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rejection of Claims 1-2, 5-8 and H-12. 

Claims 3-4, 9-10 and 13 were rejected under 35 U.S.C. 103(a) as being allegedly 
unpatentable over Cantor el al. (U.S. Patent No. 5,795,714) in view of Koster ct a1.(U.S. Patent 
No. 6,133,436) in further view orDickinson ct al. (U. S. Patent 6,770,441). Applicants 
respectfully irnvct sc this rejection for the following reasons. 

Applicants argue that the Examiner has failed to establish a prima facie case of 
obviousness, and therefore, the obviousness rejection under 35 U.S.C. § 103(a) is improper. 

Claims 3-4 and 9-10 each include or forther limit all of the elements of claim 1 . Therefore 
for an obviousness rejection of Claims 3-4 and 9-10 over Cantor el al. in view of Koslcr ct al. in 
further view of Dickenson ct al. to be proper, the combination orCantor ct al., Koster ct al. and 
Dickinson el al. must disclose all the elements of claim 1 and also those of claims 3-4 and 9-10. 
Additionally, the prior art relied upon, coupled with knowledge generally available in (he art al the 
time of the invention, must contain some suggestion or incentive that would have motivated the 
skilled artisan to modify a reference or combined references; and that the proposed modification 
of the piior art must have had a reasonable expectation of success, determined from the vantage 
point of the skilled artisan al the time the invenlion was make. 

For the reasons discussed above with respect lo the rejection ofclaim 1 over Cantor ct al. in 
view uf Koster el al., Applicants assert that the obviousness rejection ofclaim 1 is impropcr 
becausc neither Cantor ct al. nor Koster ct al. teach or suggest the pin-tool apparatus disclosed by 
Rosier el al, helps inhibit the mixing of nucleic acid probes to bo captured among themselves, and 
because neither Cantor ct al. nor Koster ct al. provide the requisite motivation or the requisite 
expectation of .success of the combination in view of the uses of the pin-tool taught by Koster ct al. 
Since Cantor ct al. and Koster ct al. neither teach nor suggest all (luce basic criteria of a proper 
obviousness rejection ofclaim 1 , for the rejection of dependent claims 3-4 and 9-10 over Cantor et 
al. in view of KosUr ct al. in further view of Dickinson et al. to be proper, Dickinson et al. must 
teach or suggest that the pin-tool apparatus disclosed by Koster el al. helps inhibit the mixing of 
nucleic acid probes to be captured among themselves in addition to (he elements of claims 3-4 and 
9- 1 0, and also provide the motivation and expectation of success for combining the three 
referci ices. Applicants can find no such teachings or suggestions in Dickinson ct al. 
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Additionally, the Examiner states that tlic combination of Cantor et al. and Koster el al. 
tcacli iill the elements of claims 3-4, 9-10 and 13, except that they do not disclose a metallic 
pattern. The Examiner states that Dickinson el al. leach first and second substrates that arc 
previously patterned or surfacc-trc;j|cd (col. 10, lines 1 S-20) and that it would have been obvious 
to one of ordinary skill in the art lo fabricate combine the teachings of Cantor ct al. and Dickinson 
et al. to fabricate a nucleic acid array with a metallic pattern on the substrate for the advantage of 
"enhanced signal col lection Trom Ihe arrays" (Dickenson ct al., col. 10, lines 18-20). 

I lowcver Applicants cannot find any statement in Dickinson ct al. lhat teaches or suggests 
first and second substrates lhat arc previously patterned or surface-treated at col. 10, lines 18-20, or 
elsewhere in Dickinson et al. Col. 10, lines 18-20 of Dickinson ct al. leach only that a metal or 
mctal-eoalcd rigid structure can be employed lo enhance signal collection. Consequently, as the 
combination ofCanlor el al., Koster el al. and Dickinson et al. fail lo leach or suggest each clement 
of independent claim 1, or ofdcpcndcnl claims 3-4 and 9-10, Applicants assert 1\\&L a prima facie 
ease of obviousness has not been established for claims 3-4 and 9-10 over Cantor et al. in view or 
Koster el al. in further view of Dickinson ct al. 

Similarly as discussed above for claim 1, in view of the uses disclosed by Koster ct al. for 
their 4x4 pin tool, Applicants assert that one of ordinary skill in the art at die time the current 
application was filed would not have found motivation or expectation of success in Koster ct al., 
Cantor ct al., or Dickinson el al. to introduce the pin-tool apparatus oTKostcr ct al. as the 
substrate for manufacturing the template array disclosed by Cantor ct al. 

b'or alt the foregoing reasons, Applicants respectfully request reconsideration and 
withdrawal orthis rejection of claims 3-4 and 9-10 

Applicants amended independent claim 13 recites that "ihc surface of the first substrate is 
patterned with a metallic pattern having protruding portions" and that each first nucleic acid probe 
includes a terminal thiol group. 

Applicants can find no teaching or suggestion in Cantor ct al., Koster ci al. or Dickinson el 
al. that ihe surface of a first substrate is patterned wilh a metallic pattern having protruding 
pot lions or that each first nucleic acid probe includes a terminal Ihiol group. As the combination 
of references fails to have all the elements ofclaim 13, Applicants assert thai a prima facie case of 
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obviousness lias nol been established for claim 1 3, over Cantor ct al. in view of Kostcr el al. in 
further view of Dickinson ct al, 

Moreover, the Office Action has failed to make any statement regarding ihc motivation to 
combine Cantor el al. and Rosier ct ul. with Dickinson el al. Absent motivation to change Cantor 
ct al. with elements provided by Koster el al. and Dickinson et al., no prima facie case of 
obviousness has been established Tor claims 3-4, 9-10, and 13. 

Applicants further argue Ihnt the Examiner failed to establish a prima facie case of 
obviousness, because although the tixaminer slated that one ofordinary skill in the art would have 
had a reasonable expeetalion of success practicing a method of replicating a nucleic acid array by 
the methods ofCantor el al. in combination wilh the disclosure of Kostcr ct al. regarding use of 
the pin-tool apparatus, the Examiner provides no evidentiary support Tor this statement and thus 
Tailed to muel Ihe burden to establish a proper prima facie case orobviousness of claim 13 over 
Cantor el al. in view of Koster el al. in further view of Dickinson ct al. The teaching or 
suggestion to make the claimed combination andJlujjcaspjiabl^ 

hcjonnd jn the pnor.nrt and not based on applicant's disclosure. In re Vacck, 947 K2d 488, 20 
US!'Q2d 1438 (Fed. Cir. 1991). MPEP § 2143 - § 2143.03. 

Consequently, for all the above reasons, Applicants believe the rejection of claim 13 under 
35 ILS.C. 1 03(a) as being allegedly unpatentable over Cantor ct al. in view of Rosier et al. in 
further view of Dickinson el al. is improper. Applicants therefore respectfully request 
reconsideration and withdrawal of this rejection of Claim 13. 
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Conclusion 

In view of the foregoing, it is respectfully submitted that the instant application is in 
condition for allowance. Accordingly, it is respectfully requested that this application be allowed 
.'..id a Notice or Allowance issued, ir the Examiner believes that a tclqMionc conference with 
Applicants' attorneys would be advantageous to (he deposition of tins case, the Examiner is 
cordially requested to telephone (he undersigned. 

In (he event the Commissioner of Palcnls and Trademarks deems additional fees to be due 
in connection will. Iliis application, Applicants' attorney hereby authorises that such fee be 
charged to Deposit Account No. 06-1 130. 

Respectfully submitted, 
CANTOR COLliURN LLP 




Sandra L. Shancr 
Reg. No. 47,934 



Dale: February 14, 2006 
Cantor Colbutn LLP 
55 Griffin Road South 
Bloom field, CT 06002 
Telephone (860) 286-2929 
Facsimile (860) 2S6 -01 15 
Customer No.: 2341 3 



13ofl3 



PAGE 15/1 5 1 RCVD AT 2114/2005 2:52:37 PM [Eastern Standard Time] » SVR:USPTO-EFXRF-6/28 ' DNIS:2738300 * CSID:86Q28601 15 * DURATION (mnvss):04-16 



